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Interview Summary 



Application No. 
10/067.148 


Appllcant(8) 
VANDELAVOIRETAL 


Examin r 

Sumesh Kaushal Ph.D. 


Art Unit 
1636 





Ali participants (applicant, applicant's representative, PTO personnel): 

(1 ) Sumesh Kaushai Ph.D. . (2)Robeii Etches. 

(2) Kurt t MuMlle , \fit)jli£h\t' U^^y , 
Date of Interview: 24 March 2004 . 

Type: a)[3 Telephonic b)D Video Conference 

c)I3 Personal [copy given to: 1 )□ applicant 2)EI applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes «)□ No. 
If Yes, brief description: VjUjl ^rvrW^ 

Claim(s) discussed: 21.26-30 and 41-52 . 

Identification of prior art discussed: 

Agr ement with respect to the claims f)|^ was reached. gO was not reached. h)n WA. 

Substance of Interview including description of the general nature of what was agreed to If an agreement was 
r ached, or any other comments: 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable Is available, a summary thereof must be attached.) 



THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last OfHce action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE. OR THE MAILING DATE OF THIS INTERVIEW SUMMARY 
FORM, WHICHEVER IS LATER. TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record of Interview requirements on reverse side or on attached sheet. 

Ty^c.^ fll4(^^- ^ /-./r/// C/^^s^e^V^ tjyi^^/u^u^ 



Examiner Note: You must sign this form unless it Is an 
Attachment to a signed Office action. 



Examiner's signature, if required 
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Summary of Rec rd of Interview Requirements 



MMual off Patwt Examining Pfoe«lur#|MPEPKS«:tion7imSub»Unce of Intorvtew 

A complete written statement as to the substance of any faoe^fec©. vWeo conterence. of telephone Interview with regard to an application must bB made ol record in the 
appitcafon whether or not an agreement with the examiner was reached at the Intaivtaw. 

TKIa 37 Code of Federal Regulations (CFR) f 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of en interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant An Interview does not remove the necessity for reply to Olliee action as specified in §§ 1 .1 1 1 . i .1 35. {35 U.S.C. 1 32) 

37 CFR §1.2 Business to be transacted In writing. 
AH business with the Patent or Trademaric Office should be transacted in writing. The personal attendance of applicants or thtf r attorneys or agente at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Tiadenwrk Office will be based exclusively on.the written record in the Office. No attention will be paid to 
any alleged oral promise, sfipuiation, or understending in retetion to which there is disagreement or doubt. 



The action of the Patent and Trademark Office cannot be based exdusiveiy on the written record in the Office if that record is itself 
incomplete through the failure to reoord the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibifity to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanlcs. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which inteivlew recordation is olhenwse provided for in Section 812.01 of the Manual of Patem Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the ISce, are excluded from the interview recordatfon procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendmenl, no separate Interview Summary Record is required. 

The Interview Summary Fonm shall be given an appropriate Paper fsfo., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wra^iper. In a personal intefview. a duplicate of the Fonn is given to the applicant (or attorney or agent) at the 
condusfon of the Interview, in the case <tf a telephone or video-conference intenriew, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official oomnrrunicatton. If additional correspondence from the examiner is not likely before an aUowance or if other 
drcumstanoes dictate, the fom should be mailed promptly after the interview rather than with the next official convnunication. 

The Fonn provides for recordation of the foliowing information: 

- Applicatk)n Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to ailowabiiify is tentative and does 

no t restrict furthe r action by the ex aminer to the oo ntrary. _ - 

- - ^~The signature of "the ©xaniher who conducted the htervlew (if Fomi Is not an atladwnent to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not nomnally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, ail of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the Mkiwing applicable items:. 

1 ) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the datms discussed. 

3) an identification of the specific prior art discussed. 

4) an identification of the principal proposed amen<frnents of a substantive nature discussed, unless these are already described on the 
Interview Summary Fomn completed by the Examiner, 

5) a brief identifk:ation of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed descrlptton of the arguments is not 
required. The idenlificatk>n of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
exOTiner can be understood in the context of the appPcatk)n file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indicaHon of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the Inten^ew unless already described In the Intend Summary Form completed by 

the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record Is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Int n/iew Record OK" on the 
paper recording the substance of the Interview along with the date and the examiner's initials. 
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AQtfce to ndpient 
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INTERVffiW AGENDA - Examiner Kausbal 

KuitT.MidviUe 

10/067.148 and 10/216,098 

Discuss Technology Backgroimd 

L Avian Transgencsis. Typos of Approaches 

A, Nuclear Transfer - past efforts 

B, Retroviral - specifics of tedinology and history 

C, Current State of the Art 

D, New citations in IDS 

U. Origen: £S Cells and Transgenes 

A. Long-Term Cell Culture 

B. Chimeras Harboring ES Cell Progeny With Genetic Modificalions (transgene) 

C. Tissue Specific Expression 
in. Pending Applications 

A. ES-Cell— 10/067,148 — * — 

B. Tissue Specific Expression— 10/216,098 

C. Claims to Long-Tcnn ES-Cell Derived Giickens with Transgene 

D. Claims to Tissue Specific Ejqpression 
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Group Aft Volt: 1636 
Examiner: Sumesh Kaushal 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

InreA|>plicationof: 

Marie-Cecile van de Lavoir» el aL 

S^alNo.: 1(V067448 

FUed: Fflbniary h 2(K>2 

For: CHIMERIC BIRD FROM 

EMBRYONIC STEM CELLS 



AMENDMENT AND RESPONSE 



Conmusoonor &r Patents 
WadiiiigtiHi,DC 20231 



Sir 



Please amend the above qyplieatien Aa foUov^. 
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(571/273-0749) die date dwws below to Examiner Sumesb Kndiil. OnrmMontr Tor Pateaci. P.O. Box 1 450. Aloiai^tft 
223I3-U5a ^ 
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Amendmeiits to the Specification 
Page I, before 'TDBLD OF THE INVENTION " please insert the following paragris^h: 
This invention was made in part fiom government support under Grant No. R44 HD 39583 

National Institute of Healtih (NK) of the United States, The U.S. Oovenunent may have certain 

rights in this invention. 
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Amendments to the Claims 
Please cancel claims 1-20^ 22-25^ 31-40, and 49-SO ^ffaout prejudice. 
Please amend claims 21, 26-30, 4M8 as follows: 
1-20 (Cancelled) 

21 . (Currently Amended) A hatched chimeric chicken comprised of progeny of 
embryonic stem cells having a genome comprising a stablv int^ gyated traiisgcae and sufltoin e^ 
oulturo f o r mor n t h nn < i O d n yn. wherein a contribution of the genome of the embryonic stem cells is 
detected in at least one tissue tvne of the dumeric chicken py expression of the transaene. pt&g^ 
having a stably integrated transg e ns 

22-25 (Cancelled) 

26. (Currently Amended) The chimeric chicken of claim 21^ wherein the oontribution of 
d^e embryonic stem cells is detected in extra-^ombryonic tissue sizo of tfaO ' tganogcno \n gm ntp r th r m 

27. (Currently Amended) The chimeric chicken of claim 213^ wherein the contribution of 
the embryonic stem cells exogonous prot e in is detected in somatic tissue of the chicken. 

28. (Cun^y Amended) The chimeric chicken of claim 27 wherein the exog e nou s 
protein is e xpr e oood - ia somatic tissue }^ endodermal of tho ohiokon . 

29. (Currently Amended) The chimmc chicken of claim 21% wherein the somatic tissue 
(wcog e noug prot e in is w mesodeimaL 

30. (Currently Amended) The chimeric chicken of claim 21^ wherein the mesodennal 
tissue is lymphocytes of the chicken. 
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31-40 (Cancelled) 

41. (Cuxreatly Ameaded) A method of creating a cfaimaric chicken comprising: 
selecting chicken onbiyonic ston cells having a genome compriaing a stablv 

integrated transgene from a culture sustained for Tnore than 60 days^ wherein th e embryDnic stem 

oollo have a g e nom e oomprioing - tt - 9tebly int e grated trnTifigonO t 

iqf ecting the ^TilffYPniff stem cells into a recipient embryo, and 

hatching a chimeric chicken from the xecipieat embryo i^erein p contribution of the 

g^ome of the embryonic stem cells is detected by exn ression of the transgene in at least one tissue 

type of tiie chimeric ehicken tfao - tnuiBg e n e is nresetit in oomotio tioouo of the chim wa, 

42. (Cuirently Amended) The method of claim 41 whoiein the ii \}ecting step is comprised 
of injecting erobrvonic stem cells into a compromised embrvo. tt Qnflgono onoodeg an eKOg e nou e 
pFotoB r _ . 

43. (Cdzreotly Amended) The method of claim 42 wherein the embryo ia compromised 
bv gamma iiradiation exogenous protoin encoded by tho tronog e n e io wprecG e d in th e gomatic tic sae 
of tfa e ohi »tea. 

44. (Cuirently Amended) Hie method of claim 42^ wherein the mbryo is ooiqpiomised 
by mechanical removal of cetla from the embryo so matio tioouo - iB mosodownal tisouo> 

45. ' (Currently Amended) The method of claim 414 wherein the contribution of the 
gmbrvonic stem ccHs is detected in ex t ra-embrvomc ttaaue m e sodcimal tissue is Ivmnhoolec of the 
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46. (Currently Amended) The method of claim 41 wherein the contribTationof the 
mnhryr^nift stem celk ifl detecteg in somatic tissue fra Mgcno ic oompricod of ft promot e r and <m 
opflr n h l y l in lf o d n olmtobl c moik e r . 

47. (Curretuly Amended) The method of claim wherein the somatic tissue is 
ectodermal culturo is suistftinod more than 60 dayo > 

48. (Cunently Amended) The method of claim 4§i wherein the riaane is endodermal 
fa rth e r comprio c d of tfao gtcp of bleeding two of the ohimoma . 

Please add new claim SI as follows. 

51. (New) The method ofclaim 46 wherein the tia$ue is mesodeimal. 

52. (New) The chimeric chicken of claim 27 wherein somatic tissue is ectodemial. 
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Be Section ^^fe^y 

Applicants have resolved the section 1 12 issue by reciting that the contribution of BS cell 
progeny to the tissue types of the chicken is accomplished by detecting transgene expression* 

The Section 102 Rejection over Pam et aL 

With regard to claims 21, 26-30, 52, Pain et al do not disclose a stably integrated transgene in 
the £S cells used to create the chimeras. Moreover, as noted in the specification, the duration of 
culture is a critical parameter for BS cells and their practical use in avian transgenesis. The longest 
period achieved by Pain etal. was 19 days, and no demonstration of transgene or of a clonally 
derived ES cell was made. Accordingly, Pain et aL could iiot possibly disclose a transgene passed to 



a chimera through an ES cell and Pain et al. cannot anticipate ^e present claims under 35 U.S.G. § 
102. 

With respect to claims 41-4$, 51, these method claims require the step of selecting cells 6xm 
a culture mamtained for more than 60 days. A careful reading of Pain et al. shows that the 
maximum duration of ttie ES ceil peculation in culture actually used to create chimeras was 19 days. 
The ability to extend the culture beyond 60 days and maintain pluripotcncy is critical because this 
time frame pecmits both the introduction of genetic modifications through stable integration and 
selection of a iransgrae, and pennits the hatching of a population of like chimeras. 
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^pUcants submit that the present claims are in condition for allowance and requests such 
action accordingly. If an inteiview would ikcilitatc examination of tins q>pUcation, the Examiner is 
invited to contact &e undersigned a! 949/567-6700 X 7740. 

The Commissioner is authorized to charge Oxricl; Herrington & Sutcliffe's Deposit Account 
No. 150665 in the amount of ^SS.OO for a one mov&i extension fee and for any fees that may have 
bo^ overlooked and to ^edit any overpayments to said Deposit Account No. 15066S. 



Respectfiilly submitted. 
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